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DETAILED ACTION 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph 
on a separate sheet within the range of 50 to 150 words. It is important that the abstract 
not exceed 150 words in length since the space provided for the abstract on the computer 
tape used by the printer is limited. The form and legal phraseology often used in patent 
claims, such as "means" and "said," should be avoided. The abstract should describe the 
disclosure sufficiently to assist readers in deciding whether there is a need for consulting the 
full patent text for details. 

The language should be clear and concise and should not repeat information given in 
the title. It should avoid using phrases which can be implied, such as, "The disclosure 
concerns," "The disclosure defined by this invention," "The disclosure describes," etc. 

The abstract of the disclosure is objected to because the abstract contains 
"comprising" which is a legal phraseology. Correction is required. See MPEP § 608.01(b). 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. The following title is suggested: 
Discharge lamp device and backlight having external electrode unit. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In claim 12, "a shielding material" is confusing what the material 
shields. Appropriate action is required. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application 
for patent in the United States. 

Claims 1-4, 7, 10, 11, 15, 16 and 18 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Nishimura (JP 2000-106144) which is cited in the IDS. 

Regarding claim 1, Nishimura discloses a lamp (figures 1-3) comprising: a 
cylindrical arc tube (1) containing a discharge medium (paragraph 28); an internal electrode 
(3) provided in the arc tube; and an external electrode unit (4, 4a, 4b, 4c) includes external 
electrodes (4) arranged intermittently (figures 2, 3) at plural places in a direction of a tube 
axis, each having a part (4c) adjoining an outer wall surface of the arc tube; and an 
engaging part (4a) that integrally links the external electrodes and is engaged with the arc 
tube, and a part (4a) of the engaging part holds the arc tube, so that the external electrode 
unit is held around the arc tube. 

The examiner notes that the claim limitation of the voltage being applied between 
the internal and the external electrodes is drawn to a functional claim limitation which is 
incidental to the claimed apparatus. It is well established that a claimed apparatus cannot 
be distinguished over the prior art by a functional claim limitation. Consequently, absent a 
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showing of an unobvious difference between the claimed product and the prior art, the 
subject functional claim limitation is not afforded patentable weight (MPEP 2114). 

Regarding claim 2, Nishimura discloses the external electrode unit is formed as an 
electrode member (4) incorporating the external electrodes (4) and the engaging part (4a) 
and is shaped to cover half or more of the arc tube in the circumferential direction (figure 
1). 

Regarding claim 3, Nishimura discloses a dielectric member (paragraph 44) 
between arc tube and the external electrode unit. 

Regarding claim 4, Nishimura discloses the external electrode is made of 
conductive metal (paragraph 43), is attached to an outside of the dielectric member 
(paragraph 44), and has a part in contact with the dielectric member (paragraph 44). 

Regarding claim 7, the examiner notes that the claim limitation of the electrode 
member incorporating the external electrodes and the engaging part is arranged inside the 
dielectric member by insert molding is drawn to a process of manufacturing which is 
incidental to the claimed apparatus. It is well established that a claimed apparatus cannot 
be distinguished over the prior art by a process limitation. Consequently, absent a showing 
of an unobvious difference between the claimed product and the prior art, the subject 
product-by-process claim limitation is not afforded patentable weight (MPEP 2113). 

Regarding claim 10, Nishimura discloses a part of dielectric member reflects light 
emitted from the arc tube towards the aperture (paragraph 44). 

Regarding claim 11, Nishimura discloses a part of dielectric member is a light 
blocking material (paragraph 44, "reflective film"). 

Regarding claim 15, Nishimura discloses an interval between the external 
electrodes in the direction of the tube axis is not less than 1.0 mm nor more than 50 mm 
(paragraph 123). 



Application/Control Number: 10/506,364 Page 5 

Art Unit: 2879 

Regarding claim 16, Nishimura discloses the discharge medium is xenon 
(paragraph 28). 

Regarding claim 18, Nishimura discloses a phosphor layer (2) being adhered to an 
inner wall surface of the arc tube. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 1-11, 13 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Terada (5,869,931) which is cited in the IDS in view of Tamura 
(6,034,476) which is cited in the IDS. 

Regarding claim 1, Terada discloses a lamp (figures 1 and 2) having a cylindrical 
arc tube (2) with a discharge medium (column 1, lines 12-13, "rare gas"); an internal 
electrode (3) provided in the arc tube; and an external electrode unit (5, 6, 7) attached to 
outside of the arc tube. 

Terada does not disclose the external electrode unit includes: external electrodes 
arranged intermittently at plural spaces in a direction of a tube axis, each having a part 
adjoining an outer wall surface of the arc tube, a engaging part that integrally links the 
external electrodes and is engaged with the arc tube, and a part of the engaging part holds 
the arc tube, so that the external electrode unit is held around the arc tube. 

Tamura discloses a lamp (figures 7, 12, 13) having external electrode unit (5, 6) 
including electrodes (5c, 6c) arranged intermittently at plural spaces (figures 12, 13) in a 
direction of the tube axis, each having a part (rest part of 5 and 6 other than 5c and 6c) 
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adjoining an outer wall surface of the arc tube, an engaging part (4) that integrally links the 
external electrodes and is engaged with the arc tube, a part (part of 4 other than 7) of the 
engaging part holds the arc tube (1A), so that the external electrode unit is held around the 
arc tube (figure 7), for the purpose of having more stable electric discharge (column 1, lines 
10-12). 

The examiner notes that the claim limitation of the voltage being applied between 
the internal and the external electrodes is drawn to a functional claim limitation which is 
incidental to the claimed apparatus. It is well established that a claimed apparatus cannot 
be distinguished over the prior art by a functional claim limitation. Consequently, absent a 
showing of an unobvious difference between the claimed product and the prior art, the 
subject functional claim limitation is not afforded patentable weight (MPEP 2114). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have the external electrode unit includes: external electrodes 
arranged intermittently at plural spaces in a direction of a tube axis, each having a part 
adjoining an outer wall surface of the arc tube, a engaging part that integrally links the 
external electrodes and is engaged with the arc tube, and a part of the engaging part holds 
the arc tube, so that the external electrode unit is held around the arc tube disclosed by 
Tamura in the lamp disclosed by Terada, for the purpose of having more stable electric 
discharge. 

Regarding claim 2, Tamura discloses the external electrode unit is formed as an 
electrode member (figures 12 and 13) incorporating the external electrodes (5, 5c, 6, 6c) 
and the engaging part (4) and is shaped to cover half or more of the arc tube in a 
circumferential direction (figure 7). The reason for combining is same as claim 1. 
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Regarding claim 3, Tamura discloses a dielectric member (column 10, line 1, 
"adhesive layer") being interposed between the arc tube and the external electrode unit. 
The reason for combining is same as claim 1. 

Regarding claim 4, Tamura discloses the external electrode is made of conductive 
metal (column 1, lines 63-67), is attached to an outside of dielectric member (column 10, 
line 1), and has a part in contact with the dielectric member (the electrode is adhered to the 
arc tube using the dielectric member or adhesive layer). The reason for combining is same 
as claim 1. 

Regarding claim 5, Tamura discloses an area of a portion where the dielectric 
member and the outer wall surface of the arc tube are in contact with each other is equal to 
or less than 50% of a surface area of the arc tube (column 7, lines 43-53). The reason for 
combining is same as claim 1. 

Regarding claim 6, Terada discloses the external electrode unit is elastic with 
spring force (column 3, lines 40-42). 

Regarding claim 7, the examiner notes that the claim limitation of the electrode 
member incorporating the external electrodes and the engaging part is arranged inside the 
dielectric member by insert molding is drawn to a process of manufacturing which is 
incidental to the claimed apparatus. It is well established that a claimed apparatus cannot 
be distinguished over the prior art by a process limitation. Consequently, absent a showing 
of an unobvious difference between the claimed product and the prior art, the subject 
product- by- process claim limitation is not afforded patentable weight (MPEP 2113). 

Regarding claim 8, Terada discloses the external electrode unit includes the 
engaging part made of a dielectric material (6 and 7) shaped to cover half or more of the 
arc tube in a circumferential direction, and the external electrode is held in a central region 
of the engaging part in a circumference direction of the arc tube (figure 2). 
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Regarding claim 9, Terada discloses the external electrode unit is elastic with 
spring force (column 3, lines 40-42). 

Regarding claim 10, Terada in view of Tamura does not disclose a part of. the 
dielectric member reflects light emitted from the arc tube in a specific direction. However, 
Terada discloses the external electrode also functions as a reflector to reflect light emitted 
from the arc tube in a specific direction (column 3, lines 8-15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have a reflecting member around the arc tube in the Terada in view 
of Tamura, for the purpose of reflect light emitted from the arc tube in a specific direction. 

Regarding claim 11, Terada in view of Tamura does not disclose a part of the 
dielectric member reflects light emitted from the arc tube in a specific direction. However, 
Terada discloses the external electrode also functions as a light blocker to reflect light 
emitted from the arc tube in a specific direction (column 3, lines 8-15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have a reflecting member around the arc tube in the Terada in view 
of Tamura, for the purpose of reflect light emitted from the arc tube in a specific direction. 

Regarding claim 13, Tamura discloses a part of outer surface of the dielectric 
member (4) is uneven (figure 7). The reason for combining is same as claim 1. 

Regarding claim 14, Terada discloses the thickness of the dielectric member is 
changed partially along the length (figure 2, it is the thickest at the edge). 

Claims 17 and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishimura in view of Yajima (2002/0041268). 

Regarding claim 17, Nishimura discloses all the claim limitation except for 
discharge medium including mercury. 
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Yajima discloses using mercury (paragraph 115) in a discharge lamp (figures 8A, 
8B), for the purpose of enhancing light emissive performance. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use mercury as a discharge medium disclosed by Yajima in the lamp 
disclosed by Nishimura, for the purpose of enhancing light emissive performance. 

Regarding claim 19, Yajima discloses a light control member (figure 8B, 60) for 
causing light generated by the discharge lamp device to spread out into a planar form 
(figures 8A, 8B). The reason for combining is same as claim 17. 

Regarding claim 20, Yajima discloses the light control member is a light reflector 
(paragraph 129). The reason for combining is same as claim 17. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bumsuk Won whose telephone number is 571-272-2713. 
The examiner can normally be reached on Monday through Friday, 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the; examiner's 
supervisor, Nimeshkumar Patel can be reached on 571-272-2457. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 
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